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REMARKS/ARGUMENTS 

Claims 19-30 are pending in the present application. Claims 19, 20, 22, 23, 26, 
and 28 have been amended to further clarify the present invention and is supported in the 
specification, original claims, and figures. Claims 31-74 have been added and are 
supported in the specification, figures, and claims. The Specification has been amended 
to overcome the drawing objections and to correct typographical errors. No new matter 
has been added. 

New Claims 

New Claims 31-38, 40, 41, 43, 45-57, 59-60, 62, 70-74 are supported in all the 
figures, original claims, and the Specification on pages 7-14. 

New Claims 39, 58, 64-66 are supported in fig. 3 and in the specification on page 
10, line 1 1 which states that another "feature of the base member includes a standing pad 
element." 

New Claims 40, 61, 67-69 are supported in the specification on page 11, lines 19- 
20 which states that the handles are placed ... at the top section of the bag. The handles 
may be a simple strap affixed at two ends to the bag." 

New claims 44 and 63 are supported in the specification on page 11, lines 3-5, 
which states that the "bag member includes an opening along its length which may be 
secured by a zipper or Velcro type fasteners. As such, the edges of the single pieces are 
said to be joined together as maters in accordance with the fastener type." 
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Drawing Objections 

The drawings stand objected to "because the inclusion of reference numerals to 
describe Prior Art which is not shown in the drawings [is] improper under 37 CFR 1.84." 
This objection is respectfully traversed. 

The Specification has been amended to delete the reference numerals used to 
describe the Prior Art. Thus, it is respectfully requested that this objection be withdrawn. 

Claim Informalities 

Claims 19, 23, and 26 stand objected to because of the following informalities: 
"There is no prior antecedent basis for the "said bag member" on line 4 of each of claims 
19, 23, and 26. It is suggested that the "said bag member" on line 4 be changed to a bag 
member, while "a bag member" on line 5 of each of the claim is changed to said bag 
member." 

Claims 19, 23, and 26 have been amended as suggested by the Examiner. Thus, it 
is respectfully requested that this objection be withdrawn. 

Claim Rejection Under 35 USC $112 

Claims 22, 25, 27, and 28 stand rejected under 35 USC §112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter. This rejection is respectfully traversed. 

The Office Action states the following reasons: 



SV #167902 



Page 19of 29 



Docket No.: 033905-025 

a. There is no proper antecedent basis in claim 19 for the "said two longitudinal 
pieces of webbing" as claimed in claim 22. 

Claims 22 and 20 have been amended to provide for the antecedent basis. Thus, 
this rejection is now moot. 

b. There is no proper antecedent basis in claim 23 for "the bag opening" claimed 
in claim 25. Similarly, there is no antecedent basis in claim 26 for "said bag opening' as 
claimed in claim 27. 

Claims 23 and 26 have been amended to provide for antecedent basis for "said 
bag opening". 

Accordingly, it is respectfully requested that this rejection be withdrawn. 



Claim 23 Rejection - 35 USC 103(a) 

Claims 23 and 24 stand rejected as being allegedly unpatentable over Swara 
(3,471,163) in view of Edgerton, Jr. et al (3,998,304) and Bergman (5,109,961). Claim 
23 is an independent claim. This rejection is respectfully traversed. 

According to the Manual of Patent Examining Procedure (M.P.E.P.), 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in the applicant's 
disclosure. 1 



1 M.P.E.P§2143. 
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The Office action states: 

"Swara teaches a base member for moving a duffle bag, which is 
considered to have the same construction as the base member claimed, 
with a bottom, back and side portions each coupled to the other at curved 
joints. The duffle bag (50) is of conventional construction and is 
considered to be comprised of the top, bottom and body section as 
claimed. In any event, Edgerton, Jr. et al teach[es] such a structure at 12 
and to have made the duffle bag (50) of such a construction would have 
been most obvious to one having ordinary skill in the art. Moreover to 
have secured the bag handles with webbing extending down the bag sides 
to provide more support to the body section would have been obvious in 
view of the teaching of Bergman. To have further provided an additional 
pocket attached to the handle webbing would also have been obvious in 
view of such teaching by Bergman." 

The Examiner does not set forth where each and every element of each and every 
claim rejected under this section is found. Not only must a showing be made for the 
rejection to be legal, but it must be made in a manner which gives Applicant an 
opportunity to address it directly. A vague reference to the cited art cannot be 
meaningfully rebutted by Applicant. In any event, it appears that the Examiner equates 
the lath-shaped handle member as the base member. Applicant respectfully disagrees 
with the office action for the reasons, among others, stated below. 



Claim 23 provides for: 

"a base member, said base member being formed of rigid material to 
comprise a bottom, back and side portions each coupled to the other at 
curved joints to form a partially enclosed space operable to receive a bag 
member." 



Claim 23 provides for a base member having "a bottom, back and side portions each 
coupled to the other at curved joints to form a partially enclosed space 11 . This is further 
supported in the figures and the specification that states "The back portion 6 of the base 
meets a side portion 7 and a bottom portion 8 at curved joints." (Specification page 8, 
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lines 5-6). As such, the back portion is connected to both the side portion and bottom 
portion. 

There is no reasonable expectation of success. 

Swara teaches a "disposable bag carrier 10 [which] has a lower platform 14 with a 
flat or concave shape, a bottom surface, 16 and curved sides 54. One side of the platform 
14 is raised to connect with an upward lath-shaped, handle member 12. . . . The lath- 
shaped handle member 12 has a length that substantially corresponds to the longitudinal 
length of the filled duffel bag, sea bag, or the like, 50 that is carried. The upper end of 
the handle member 12 terminates with a pair of separate arms 30 and 40 to which is 
connected a cross bar 42 forming a gripping handle" (Col. 2, lines 32-44). Claim 1 
further provides for "a single lath-shaped handle member integrally connected to and 
projecting upwardly from the rear edge of said platform and projecting beyond the other 
end of the bag." (Col. 3, claim 1, lines 34-37). Swara does not teach a disposable bag 
carrier having the base member as claimed. Rather, Swara merely teaches a dolly or pull 
cart onto which a bag may be placed and pulled by the gripping handle on the lath-shaped 
member which extends beyond the length of the bag. 

The lath-shaped handle member can not be equated to the base member of claim 
23. As stated in the specification and the claims of Swara, the lath-shaped handle 

♦ 

member must have a handle and extend beyond the length of the bag. Furthermore, lath- 
shaped handle member is not connected to the side portions as claimed in Claim 23. 
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Neither Bergman nor Edgerton teach a base member. Thus, there is no reasonable 
expectation of success that the alleged combination of Swara, in view of Edgerton and 
Bergman, would teach the claimed invention. 

The prior art references do not teach or suggest all the claim limitations 

Claim 23 provides for a base member having "a bottom, back and side portions 
each coupled, to the other at curved joints to form a partially enclosed space". As stated 
above, neither Swara, Edgerton, nor Bergman teach a base member having a back 
coupled to the side and bottom portions. 

Accordingly, since there is no reasonable expectation of success and since each 
and every element as set forth in Claim 23 is not found in the prior art references, it can 
not be said that the alleged combination of the prior art references render the claimed 
invention obvious. Thus, it is respectfully requested that this rejection be withdrawn. 

Claim 26 Rejection - 35 U.S.C. §103(a) 

Claims 26 and 27 stand rejected under 35 U.S.C. 103(a) as being allegedly 
unpatentable over Kaufmann (1,859,970) in view of either Guidi (5,289,906) or Shyr et al 
(5,307,908) and Litwack et al (4,301,849). Claim 26 is an independent claim. This 
rejection is respectfully traversed. 

The office action states: 
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"Kaufmann teaches a bag member of the structure claimed with a top, 
bottom and cylindrical body sections. Although Kaufmann does not 
suggest the inclusion of a base portion to support and protect the bag 
member, both Guidi and Shyr et al teach such an inclusion for a flexible 
bag. The term rigid is considered to be relative and the base portion of 
Guidi is considered to be a rigid structure relative to the bag portion. In 
any event, to have formed the base portion as a rigid member to support 
the bag for transportation would have been obvious in view of Shyr et al. 
The bases are both considered to have bottom back and side portions 
connected, as claimed. Note the straps of Kaufmann. To have further 
provided the bag with reinforcing strips longitudinally along the zipper 
opening (see Figure 5) would have been obvious in view of Litwack et al. 
The particular disposition and number of strips is considered to be a matter 
of choice dependent upon the size of the bag, the material of construction 
and the intended use for the bag." 

Again, the Examiner does not set forth where each and every element of each and 
every claim rejected under this section is found. Not only must a showing be made for 
the rejection to be legal, but it must be made in a manner which gives Applicant an 
opportunity to address it directly. A vague reference to the cited art cannot be 
meaningfully rebutted by Applicant. In any event, Applicant respectfully disagrees for 
the reasons, among others, stated below. 

Claim 26 provides for: 

"a base member, said base member being formed of rigid material to 
comprise a bottom, back and side portions each coupled to the other at 
curved joints to form a partially enclosed space operable to receive a bag 
member; 

said bag member affixed to said base member, said bag member being 
formed of flexible, durable material to comprise a top, bottom and body 
section, the body section being formed of a single piece of material having 
two mating edges at a_bag opening, the material arranged about a 
longitudinal axis, one mating edge of the single piece of material being 
joined to the second mating edge to form a generally cylindrical shape, the 
top being arranged in a plane substantially perpendicular to a cylinder axis 
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further being affixed to the body, the bottom being arranged in a plane 
substantially perpendicular to the cylinder axis; and 

webbing reinforcement, the webbing being affixed to said bag member 
and further affixed to said base member whereby tension and tearing 
forces are transmitted from said bag member to said base member and are 
resisted by said webbing, said webbing comprising a first configuration 
being along a longitudinal direction from said bag top section to said bag 
bottom section, and a second configuration located about the 
circumference of the bag." 

Claim 26 provides for a base member having "a bottom, back and side portions each 
coupled to the other at curved joints to form a partially enclosed space". This is further 
supported in the figures and the specification that states "The back portion 6 of the base 
meets a side portion 7 and a bottom portion 8 at curved joints." (Specification page 8, 
lines 5-6). As such, the back portion is connected to both the side portion and bottom 
portion. 

There is no reasonable expectation of success. 

As stated in the office action, "Kaufmann does not suggest the inclusion of a base 
portion to support and protect the bag, both Guidi and Shyr et al teach[es] such an 
inclusion for a flexible bag." 

Guidi merely teaches a folding bag having "a sack . . . The bottom of the sack is fastened 
to two half-shells of a semirigid material, connected through hinges of the film-type and a 
junction plate also in a semirigid material and is provided with a zipper. The half-shells 
can be arranged side by side to form a reinforced base for the sack and can close one over 
the other to form a case that can hold the sack when folded." (Abstract). The "bottom is 
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fastened by means of a seam, or other suitable process, to two half-shells indicated as 3. 
As shown in FIGS. 2-4 the two half-shells 3 have a substantially parallelepiped shape and 
are each formed by a bottom wall 4 provided with reinforcing and supporting ribs 9, by 
lateral walls 5 and by a lateral flap 6 detached from the adjacent lateral walls 5 and 
connected to the respective bottom wall 4 by means of a film-type hinge 7." (Col. 1, 
lines 64-68 through Col 2, lines 1-4). Thus, since Guidi teaches a semirigid bottom 
comprising of two half-shells connected by means of a film-type hinge and not a base 
member having "a bottom, back and side portions each coupled to the other at curved 
joints to form a partially enclosed space" as claimed in Claim 26, there is no reasonable 
expectation of success that Kaufmann in view of Guidi would obtain the claimed 
invention. 

Shyr teaches an "improved expandable tote bag [having] a upper storage unit and 
a contractible central unit that is mounted above a lower storage base unit." (Abstract). 
The "support assembly of the base unit 8 includes a support carriage member 24 having a 
planar surface that can be molded from a plastic material. . . . Integrally extending upward 
from the planar surface is a peripheral flange 26 that adds a degree of rigidity to the 
support carriage 24." (Col. 3, lines 31-38). Thus, the support assembly of Shyr has a 
fully enclosed base enclosed by the "integrally extending upward peripheral flange". 
Thus, there is no reasonable expectation that Shyr would be obtain the claimed invention 
since Claim 26 provides for a "partially enclosed space" and not a fully enclosed space as 
taught by Shyr. 
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The office action states that to "further provide the bag with reinforcing strips 
longitudinally along the zipper opening (See Figure 5) would have been obvious in view 
of Litwack et al." Upon a closer reading of Litwack and the Figure cited by the 
Examiner, Litwack does not number nor describe the alleged reinforcing strips cited by 
the Examiner. However, Litwack, does describe the strips with reference to Fig. 2 and 
states that the "basic function of the stripping 62 and 64 is decorative. If desired, other 
means may be used to attractively disguise the attachment of the zipper." (Col. 2, lines 
57-59). As such, Litwack does not teach or suggest the use of webbing reinforcement as 
claimed in Claim 26. 

Thus, there is no reasonable expectation of success that the alleged combination 
of Kaufmann, in view of either Guidi or Shyr and Litwack would render the claimed 
invention obvious. 

The prior art references do not teach or suggest all the claim limitations 

As stated in the office action, "Kaufmann does not suggest the inclusion of a base 
portion to support and protect the bag, both Guidi and Shyr et al teach[es] such an 
inclusion for a flexible bag." As discussed above, Guidi and Shyr do not provide for a 
base member having "a bottom, back and side portions each coupled to the other at 
curved joints to form a partially enclosed space" as provided for in Claim 26. 
Additionally, Litwack does not teach nor suggest the use of webbing reinforcement as 
claimed in Claim 26. As such, the prior art references do not teach or suggest all the 
claim limitations. 
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Thus, since there is no reasonable expectation of success that the alleged 
combination of Kaufmann, in view of either Guidi or Shyr and Litwack would render the 
claimed invention obvious and since the prior art references do not teach or suggest all 
the claim limitations of Claim 26, the alleged combination of the prior art references can 
not be said to render the claimed invention obvious. Thus, it is respectfully requested 
that this rejection be withdrawn. 

Remaining Dependent Claims 

The argument set forth above is equally applicable here. The base claims being 
allowable, the dependent claims must also be allowable. 

In view of the foregoing, among others, it is respectfully asserted that the claims 
are now in condition for allowance. 

Request for Allowance 

It is believed that this Response places the above-identified patent application into 
condition for allowance. Early favorable consideration of this application is earnestly 
solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of 
this application, the Examiner is invited to call the undersigned attorney at the number 
indicated below. 
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The Commissioner is hereby authorized to charge any additional fees or credit 
any overpayment to Deposit Account No. 50-1698. 



Thelen Reid & Priest LLP 
P. O. Box 640640 
San Jose, C A 95164-0640 
Tel: (408)292-5800 
Fax: (408)287-8040 
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Respectfully submitted, 
THELEN REID & PRIEST, LLP 



Dated: July^, 2004 




